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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’s final rejection® of clains 41-43, 45-46, 48-51,
and 53, which are all of the clains pending in this

appl i cation.

1 An anendnent filed subsequent to the final rejection (Paper No. 21,
filed January 24, 1997) has been entered by the exam ner (Paper No. 22, nailed
August 5, 1997).
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BACKGROUND

The appellants’ invention relates to a detachable battery
pack for electro-optical scanners. An understanding of the
invention can be derived froma reading of exenplary claim4l,
whi ch is reproduced as foll ows:

41. In a systemfor electro-optically reading indicia
having parts of different light reflectivity, a scanning head
conpri si ng:

a) a hand-hel d, generally gun-shaped housing having a
hol | ow handl e sized to fit in a hand of a user, said handle
extending away fromthe housing along a handle axis to a
handl e end and having a predeterm ned cross-sectional
di mensi on, said housing being novable relative to an indicium
wi thin a range of working distances;

b) a DC vol tage-powered, solid-state |ight source nounted
in the housing, for directing a |light beam away fromthe
housi ng toward the indiciumfor reflection therefrom

c) a sensor for detecting light of variable intensity
reflected off the indiciumover a field of view, and for
generating a signal indicative of the indicium

d) neans for automatically scanning at |east one of said
Iight beam and said field of view,

e) decode control neans for decoding the signal, and for
controlling the automati c scanni ng, said decode control neans
bei ng nmounted on a printed circuit board insertable and
accessi bl e through the handl e end for nounting in the handl e;

f) an electrical connector;

g) one of the printed circuit board and the el ectrical
connector having electrically conducting pins extending al ong
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the handl e axis, and the other of the printed circuit board
and the el ectrical connector having electrically conducting
socket s extendi ng al ong the handl e axi s;

h) a battery pack for supplying DC voltage to the |ight
source, the sensor, the scanning neans and t he decode control
means through the electrical connector and the printed circuit
board; and

) a nmounting assenbly for securing the battery pack and
the electrical connector to the handle, said assenbly
i ncluding a casing on which the electrical connector is
nmount ed, said electrical connector and said casing being
respectively electrically connected by receiving the pins in
t he sockets and nounted by novenent solely in one direction
al ong the handle axis on the handle to close the handl e end,
said electrical connector and said casing being respectively
el ectrically disconnected by renmoving the pins fromthe
sockets and denounted by novenment solely along the handle axis
in a direction opposite to said one direction to open the
handl e end, said casing having an insert portion extending
only along the handl e axis and insertable through the open
handl e and within the handl e along the handle axis and a
uni form cross-sectional di nension the sane as said
predet ermi ned cross-sectional dinmension.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Riley, Jr. (Riley) 4, 309, 067 Jan. 5, 1982

Eastman et al. (Eastman) 4,603, 262 Jul . 29, 1986
(filed Aug. 22, 1983)

Shepard et al. (Shepard) 4,460, 120 Jul . 17, 1984

Swartz et al. (Swartz) 4,496, 831 Jan. 29, 1985
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Clains 41-43, 45-46, 48-51, and 53 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Swartz in view of
Shepard, Eastman, and Rl ey.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 20, mailed April 28, 1997) and the exam ner’s answer
(Paper No. 28, muailed March 3, 1998) for the exami ner's
conpl ete reasoning in support of the rejections, and to
appel l ants' brief (Paper No. 27, filed January 23, 1998) for
appel l ants' argunents thereagainst. Only those argunents
actual ly made by appell ants have been considered in this
deci sion. Argunents which appellants coul d have nade but
chose not to make in the brief have not been considered. See
37 CFR 1.192(a).

OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the

rejections. W have, |ikew se, reviewed and taken into
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consi deration, in reaching our decision, the appellants’
argunments set forth in the brief along with the exam ner's
rationale in support of the rejections and argunents in
rebuttal set forth in the final rejection and exam ner's
answer .

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clains 41-43,
45- 46, 48-51, and 53. Accordingly, we reverse, essentially
for the reasons set forth by appellants.

In rejecting clains under 35 U.S.C. 8§ 103, it is
i ncunbent upon the examner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

determ nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467
(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior

art or to conbine prior art references to arrive at the
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claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USP2d 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825 (1988); Ashland O l, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cr. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicants to overcone the prinma
facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cr. 1986); Ln re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re R nehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).
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The exam ner's position (final rejection, pages 2-5) is
that Swartz does not disclose that the DC power source is a
battery pack. To overcone this deficiency of Swartz, the
exam ner turns to Shepard for a teaching of a battery pack in
the handl e of a scanner. |In addition, the exam ner states
that Swartz and Shepard do not disclose that the circuit board
is in the handle of the scanner. To overcone these
deficiencies in Swartz and Shepard, the exam ner turns to
Eastman for a teaching of a circuit board in the handle of a
scanner. The exam ner further takes the position that Swartz,
Shepard, and Eastman do not disclose that the handl e has a
predet erm ned cross sectional dinmension or that the handle is
removed solely along the axis of the handle. To overcone
t hese deficiencies of Swartz, Shepard, and Eastman, the
exam ner turns to Riley for a teaching of making the handl e of
a uni form shape. The exanmi ner notes that Ri |l ey does not
di scl ose that the handle is renovable solely along the axis of
t he handl e, and takes the position that |atching nmechani sns
that allow for "solely axial renoval of portions of an
apparatus are old and well known in the art” (final rejection,

page 5). According to the examner (id.), it would have been
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obvious to use an axial |atching nmechanismon the handl e of
Riley, "as an alternate design choice.” The exani ner
additionally takes the position that pin connectors are old
and well known, and that it therefore would have been obvi ous
to have connected the circuit board to the rest of the

el ectroni c apparatus by nmeans of pin connectors (answer, page
4) .

Appel I ants assert (brief, pages 7-9) that none of the
references disclose an el ectro-nechani cal connection of a
battery pack by novenent solely along the handl e axis.
Appel l ants further assert that none of the references disclose
opening or closing the of an end of a handl e by novenent of
the battery pack. Appellants additionally assert that none of
the references disclose electrically conducting pins and
sockets for making an el ectro-nmechani cal connection between a
battery pack and the housing for supplying electrical power to
t he various conponents therein. MNbreover, appellants assert
t hat none of the references recite that the handle end
extending away fromthe housing is open able for
accessibility. Appellants go on to assert that not only do

the clains recite that the battery pack casing has an insert
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portion that extends only along the handl e axis, but also
recite that the insert portion is insertable through the
handl e end within the handle in the direction of the handle
axis and that this limtation is not suggested by the prior
art.

From our review of the record, we find that in Swartz,
handl e 12 is connected to body 14 by detachabl e connectors 16
and 18. Power supply 50, which is |located within handle 12,
has i nput voltage termnal 52, output term nal 54, and control
term nal 56. Shepard discloses placenent of a battery 114 in
the handle 12 of the scanner. Eastnman discl oses pl acenent of
a circuit board 40, containing decoding electronics (col. 3,
lines 51-52) in handle 16 of the scanner. 1In Riley, battery
pack 18 is connected to handle stub 16 by a | atching system
To connect the battery pack 18 and the electric drill 10, the
battery pack is initially noved in the direction of the handle
axis such that the rectangle defined by wall 50 is inserted in
to the opening defined by rib 22 of handle stub 16. 1In this
position, the top of projections 66 and 70 reach the base
surface 20 of handle stub 16. The battery pack 18 is then

noved in a transverse direction, shown by arrow 86 in Figure 7
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to interconnect the battery pack and the handl e stub 18.

Thus, the connection between the battery pack and the handl e
stub of Riley does not occur by novenent only in the direction
of the axis of the handle. 1In addition, we find that in

Ril ey, the handl e end which connects to the battery casing is
cl osed (base surface 20) and the inside of the handle is not
accessible. W agree with the examner that it would have
been obvious to have provided the scanner handle with both a
battery as taught by Shepard, and a circuit board having
decoder el ectronics as taught by Eastrman. [In addition, we
agree with the exam ner that both electrical pin and socket
connections and | atching nechani sns that nove only in an axial
direction are,

per se, old and well known. However, it is not enough that

i ndi vi dual elenents of an invention are old and well known in
the art. There nmust be sone teaching or suggestion in the
prior art that would have led an artisan to arrive at the
clainmed invention. It is inpermssible to sinply engage in a
hi ndsi ght reconstruction of the clained invention, using
appel l ants' structure as a tenplate and selecting el enents

fromthe prior art to fill the gaps. W find no suggestion in
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the prior art to provide the circuit board with a pin or
socket connector to connect the circuit board to the

el ectrical connector at the handle end fornmed away fromthe
body of the scanner; connect the casing, which nounts the

el ectrical connector, to the housing through the use of a
nmounti ng assenbly that noves solely in an axial direction, and
to provide the handle end with an opening to nmake the circuit
board accessi bl e through the handl e end where the handl e end
connects to the battery pack. 1In our view, the only
suggestion for nodifying the prior art in the manner proposed
by the exam ner to neet the above-noted |imtations stens from
hi ndsi ght know edge derived from appel |l ants’ own di scl osure.
The use of such hindsi ght knowl edge to support an obvi ousness
rejection under 35 U S.C. 8 103 is, of course, inpermssible.

See, for example, W _ L. Gore and Assocs.. Inc. v. Garlock,

lnc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Grr

1983), cert. denied, 469 U S. 851 (1984). W agree with the

exam ner that a single connection would be created, but we
find no suggestion for the proposed nodifications of the prior
art, and no persuasive argunent or convincing |line of

reasoni ng has been advanced by the examner. It follows that
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we cannot sustain the examner's rejection of clains 41-43,

45- 46, 48-51, and 53. Accordingly, the rejection of clains

41-43, 45-46, 48-51, and 53 under 35 U.S.C. 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 41-43, 45-46, 48-51, and 53 under 35 U.S.C. § 103 is

rever sed

REVERSED

LEE E. BARRETT
Adm ni strative Patent Judge

BOARD OF PATENT

JERRY SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES
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STUART S. LEVY
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